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Office Action Summary 



Examiner 

Necholus Ogden 



Art Unit 

1751 



Pe TsHORTENED STATUTORY PERIOD FOR REPLY .3 SET TO EXP.RE 3 MONTH (S) FROM 

I Noffd for r/pl'y is specified above the ™— ~ ABANDONED (35 U 8.C. § 133). 

' earnKnt term adjustment. See 37 CFR 1.704(b). 

Status 

I) 13 Responsive to communication® filed on 07 April 2003 . 
2a)H This action is FINAL. 2b)D This action is non-final. 

Disposition of Claims 

4) I2 Claim(s) £34 is/are pending in the application. 
4a) Of the above claim® is/are withdrawn from consideration. 

5) D Claim(s) 34 is/are allowed. 

6) H Claim(s) P33 is/are rejected. 

7) U Claim(s) is/are objected to. 

8) Q Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

1 o )D The drawing(s) filed on _ is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawings) be held in abeyance. See 37 CFR 185(a). 

II) D The proposed drawing correction filed on is: a)Q approved b)D disapproved by the Exam.ner. 

If approved, corrected drawings are required in reply to this Office act.cn. 

1 2) D The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. §§ 119 and 120 

13) D Acknowledgment is made of a Cairn forforeign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)D All b)D Some*c)D None of. 

1 □ Certified copies of the priority documents have been received. 
2.D Certified copies of the priority documents have been received in Application No. 



ZU Copies °f»e certified copies o„he prtont, dooumen .M. .bjjjn received inth.s Na„o„a, Stage 
annlication from the International Bureau (PCT Rule 17.2(a)) 

.Seetheattache^^ . , ... 

140 Ac k now.edgment is made of a claim for domestic priority under 35 U.S.C. « 1 1 9(e) (to a provis,ona. appl.cat.on). 

a) □ The transition of the foreign language provisional application has been rece^ 
15)Q Acknowledgment is made of a claim for domestic pnonty under 35 U.S.C. §§ 120 and/or 121 . 

Attachment(s) pgper No(>) _ 

1) D Notice of References Cited (PTO-892) 5) □ Notice of Informal Patent Application (PTO-1 52) 

2) □ Notice of Draftsperson's Patent Draw.ng Rev,ew (PTO-948 5 LJ £ 

3 □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) U Otner. 
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Application/Control Number: 09/851 ,802 
Art Unit: 1751 

Response to Amendment 
Claim Objections 

1 . Claim 1 3 objected to under 37 CFR 1 .75(c), as being of improper dependent 
form for failing to further limit the subject matter of a previous claim is withdrawn in view 
of applicant's amendment. 

Claim Rejections - 35 USC §103 

2. Claims 1-13 and 16-33 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Tuompo et al (5,91 0,420). 

Claims 1-2 and 14-15 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Tuompo et al (5,910,420) in view of WO 99/51578. 

Response to Arguments 
Applicant argues that Tuompo et al compositions do not provide any suggestion 
of dislodging or destroying biofilm. 

The reason or motivation to modify the reference may often suggest what the 
inventor has done, but for a different purpose or to solve a different problem. It is not 
necessary that the prior art suggest the combination to achieve the same advantage or 
result discovered by applicant. In re Linter, 458 F 2d 1013, 173 USPQ 560 (CCPA 
1972). in re Dillon, 919 FM 688, 16 USPQ2d 1897 (Fed. Cir. 1990), cert, denied, 
500 U.S. 904 (1991). Although Ex parte Levengood, 28 USPQ2d 1300, 1302 (Bd. Pat. 
App. & Inter. 1993) states that obviousness cannot be established by combining 
references "without also providing evidence of the motivating force which would impel 
one skilled in the art to do what the patent applicant has done" (reading the quotation in 
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context i, is dear that while there must be motivation to make the claimed invention, 
there is no requirement tha, the prior art provide the same reason as the appiioant to 
m ake the claimed invention, .n this case, it is the examiners position that Tuompo e. ai 
teach each of the required components in their requisite proportions. Therefore, one o, 
ordinary skill in the art wou,d expeo, simiiar results as the claimed composition, absent a 

showing to the contrary. 

Applicant further argues that WO '578 does nrt provide proper motivation in 

combination with Tuompo. 

The examiner contends and respectfully disagrees because WO '578 is relied 
upon to teach the synergistic results of mandelic add, wherein one of ordinary sKill 
would have been motivated to indude the acid, which is equivalent to many acids taught 
by Tuompo. Furthermore, applicant's assertion o, -preventing the formation o, a bio,„m 
„ no, the same as destroying a we,l established biof„m", is unfounded. The Cairns are 
directed toward a composition of matter and » is we,, established that a new use for an 
o,d or otherwise obvious composition is considered obvious. The strongest rationale 
for combining references is a recognition, expressly or impliedly in the prior art or drawn 
from a convincing line of reasoning based on established sdenttfc principles or legal 
precedent, that some advantage or expected bengal result would have been 
produced by their combination. In re Sernaker, 702 F.2d 989, 994-96, 217 USPQ 1 , 5* 
(Fed. Cir. 1983). 
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Conclusion 

3. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 

policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .1 36(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication cr earlier communications from the 
examiner should be directed to Necholus Ogden whose telephone number is 703-308- 
3732. The examiner can normally be reached on Monday-Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Yogendra N. Gupta can be reached on 703-308^708. The fax phone 
numbers for the organization where this application or proceeding is assigned are 703- 
872-9310 for regular communications and 703-872-931 1 for After Final 
communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 

0661. 
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